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DETAILED ACTION 

1. Claims 1-10, 12-29, and 31-41 are pending. The Office acknowledges the 
cancellation of claims 11 and 30. 

Claim Rejections - 35 USC § 101 

The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

2. Claim 40 is rejected under 35 U.S.C. 101 because the claim is not statutory. The 
claim is a means-plus-function claim and as such can be implemented in software alone 
(specification, 1f 87). As such, the "system" cam be implemented as an interrelationship 
of software components, and is merely software, per se and fails to establish a statutory 
category of invention. 

Claim Rejections - 35 USC §112 

3. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

4. Claims 1, 40, and 41 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

5. Referring to claim 1 , the claim recites "formatting the multimedia data via a 
network entity" which lacks antecedent basis. 
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6. Referring to claim 40, the claim recites 
lacks antecedent basis. 

7. Referring to claim 41 , the claim recites 
lacks antecedent basis. 

8. Correction is required. 
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'the multimedia device" on line 3, which 
'the multimedia device" on line 3, which 



Claim Rejections - 35 USC § 103 

9. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

Claims 1-3, 7-10, 12-15, 19-23, 27-29, 31-34, and 38-41 are rejected under 35 
U.S.C. 103(a) as being unpatentable over Shinohara (US 2002/0132608) (cited by 
applicant in IDS) in view of Zehier et al. (US 2004/01 36027). 

1 . Referring to claim 1 , Shinohara discloses a method of exchanging multimedia 
data between a multimedia device (i.e. terminal 20) and a network (i.e. network 60), 
comprising: 

digitally coupling a communication device (i.e. telephone 10) to the multimedia 
device (Figure 1; U 35); 

storing, on a data store (i.e. MMS user database server 30) accessible via the 
network (i.e. network 60) , a profile (i.e. data) of the communications device (i.e. mobile 
telephone IO1-4), the profile adapted to include a description of multimedia capabilities of 
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the multimedia device (i.e. extension of the range of formats that each of the mobile 
telephones can receive... the current connection of external terminal 2d to mobile 
telephone 1 d enables the reception of not only multimedia data of format 1 , but of 
multimedia data, media data of format 2, that includes video data of format V2. The 
arrows in FIG. 4 indicate that the media type is the same as the media type of format 1) 
(Figure 4; U 39-40); 

accessing the profile for purposes of formatting the multimedia data via a network 
entity (i.e. results of the determination as to what the receiver formats can be received) 
(e.g. abstract); 

formatting the multimedia data (i.e. multimedia message) via the network entity 
(i.e. transmitting entity) based on the profile so that the data is compatible with the 
multimedia device (i.e. based on the determination, alter the message to conform to the 
format the receiver can receive) (e.g. abstract); and 

exchanging the multimedia data between the multimedia device and the network 
via the communications device (i.e. transmission and reception of data) (e.g. abstract; 
K 54). 

Sinohara does not specifically disclose the coupling is done via a UPnP network, 
and discovering the multimedia capabilities of the device via the UPnP network, rather 
that the telephone is "coupled" to the external terminal 20. In analogous art, Zehier 
discloses another multimedia service providing system which discloses, in a UPnP 
network, receiving, at a host 12, an advertisement, including multimedia capabilities, for 
a service 24 from a device 14, augmenting the host's device capabilities description file 
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30, and publishing the new service to a particular server to be used by particular clients 
(Figures 1 -2, refs. 42-46; U 24, 29, 35). It would have been obvious to one of ordinary 
skill in the art to couple the terminal of Sinohara with the communication device using a 
UPnP network as described in Zehier in order to provide an efficient method to connect 
various devices together in order to allow various to utilize services provided by 
particular devices using a well known protocol. 

2. Referring to claim 2, Shinohara discloses the multimedia device comprises an 
audio playback device (i.e. format 2 is capable of playing the media type of "audio") or a 
television (the Office construes any device which is capable of playing motion video a 
television, such as the terminal which is capable of playing a different version of video 
file) (Figure 4; U 38-42). 

3. Referring to claim 3, Shinohara discloses the invention substantively as 
described in the claims above. Shinohara does not explicitly disclose the specific 
format of a device profile. IN analogous art, Zehier discloses another multimedia 
coupling system which discloses the device profile is XML (i.e. a UPnP advertisement is 
inherently done using XML) (^ 27-28). It would have been obvious to one of ordinary 
skill in the art to couple the terminal of Sinohara with the communication device using a 
UPnP network as described in Zehier in order to provide an efficient method to connect 
various devices together in order to allow various to utilize services provided by 
particular devices using a well known protocol. 
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4. Referring to claim 7, Shinohara discloses the network entity comprises a MMSC 
(i.e. multimedia message service) (Figure 1; If 10). 

5. Referring to claim 8, Shinohara discloses the invention substantively as 
described in claim 1 . Shinohara does not explicitly disclose that when the terminal is 
uncoupled from the mobile telephone, the profile is updated to remove the description of 
the multimedia capabilities of the multimedia device. In analogous art, Zehier discloses 
another device service providing system which discloses that the profile is updated 
when a service is unavailable to indicate that the service is no longer available (i.e. 
removing a service) fl[ 34). It would have been obvious to one of ordinary skill in the art 
to couple the terminal of Sinohara with the communication device using a UPnP 
network as described in Zehier in order to provide an efficient method to connect 
various devices together in order to allow various to utilize services provided by 
particular devices using a well known protocol. 

6. 

7. Referring to claims 9 and 10, Shinohara discloses the communication device 
comprises a wireless mobile terminal (i.e. a mobile telephone 10) (Figure 1). 

8. Referring to claim 12, Shinohara discloses the invention as described above. 
Shinohara does not explicitly disclose the communication device is configured to act as 
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an internet gateway for the UPnP network. In analogous art, Zehier discloses another 
internet multimedia device wherein the root device acts as a gateway for the UPnP 
network (i.e. device 14 does not connect to the network, rather goes through the host 
acting as a proxy) (Figure 1 ). It would have been obvious to one of ordinary skill in the 
art to couple the terminal of Sinohara with the communication device using a UPnP 
network as described in Zehier in order to provide an efficient method to connect 
various devices together in order to allow various to utilize services provided by 
particular devices using a well known protocol. 

9. Referring to claim 1 3, Shinohara-Zehier disclsoes the invention as described in 
the claims above. Shinohara-Zehier does not explicitly disclose that the UPnP network 
is wireless, however a wireless UPnP network is well known in the art. By this rationale, 
"Official Notice" is taken that both the concepts and advantages of providing for a 
wireless UPnP network is well known and expected in the art. It would have been 
obvious to one of ordinary skill in the art to modify the system of Shinohara-Zehier to 
connect the device 14 to the host 12 via a wireless connection in order to promote 
roaming and the ability for the mobile user of Shinohara to freely move about without 
connecting to a network via a wired connection. 

10. Claims 14, 15, 19-23, 27-29, 31-34, and 38-41 are rejected for similar reasons as 
stated above. 
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Claims 4-6, 16-18, 24-26, 35-37 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Shinohara-Zehier as applied above in view of Coussement (US 
2002/0114278). 

1 1 . Referring to claim 4, Shinohara-Zehier discloses the invention as described in 
claim 1 . Shinohara-Zehier does not explicitly disclose the particular format of the device 
profile, but does disclose that it conforms to the UPnP specifications (Zehier: U 24). In 
analogous art, Coussement discloses another terminal capability determination system 
which discloses the profile comprises a user/agent profile flj 21 ). It would have been 
obvious to one of ordinary skill in the art to substitute the profile format used in 
Shinohara with the profile format described in Coussement in order to provide the 
benefits commonly known to the use of XML, such as the ability to define values to be 
used in the profile, thereby tailoring the system to the user's liking. 

12. Referring to claim 5, Shinohara-Zehier-Coussement discloses the use of a 
Profile-Diff header in a message sent to the data store in order to update the profile 
information (i.e. since Coussement discloses the use of CC/PP repository, it inherently 
discloses the use of a Profile-Diff header since this is defined as part of the CC/PP 
exchange protocol, see Ohto et al. "CC/PP exchange protocol based on HTTP 
Extension Framework" W3C Note 24 June 1999) fl[ 21). 
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13. Referring to claim 6, Shinohara-Zehier discloses the invention as described in 
claim 1 . Shinohara-Zehier does not explicitly disclose the particular format of the device 
repository. In analogous art, Coussement discloses another terminal capability 
determination system which discloses the use of a CC/PP repository fl[ 21 ). It would 
have been obvious to one of ordinary skill in the art to substitute the profile repository of 
Shinohara with the profile repository used in Coussement in order to provide the 
benefits commonly known to the use of CC/PP repository, such as providing a 
standardized mechanism and profile format for servers to be aware of device capability 
information. 

14. Claims 16-18, 24-26, 35-37 are rejected for similar reasons as stated above. 

Response to Arguments 

15. Applicant's arguments filed April 17, 2008 have been fully considered but they 
are not persuasive. 

16. Applicant argues, in substance, that claim 40 is statutory because the means is 
inappropriately read upon an interrelationship of software elements. The Examiner 
disagrees. The "means" can be considered only software or firmware, which is a 
specialized version of software, since the paragraph states that software may be used 
to perform the operations. There is explicit intrinsic evidence found in the specification 
which raises the issue that the "means" can read upon only software. As such, the 
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system can be only a plurality of software elements. Nothing within claim 40 as it 
stands requires the use of anything which would put this "system" as falling within one 
of the statutory categories of invention, rather a plurality of "means" which, as dictated 
by the specification, can be implemented as software alone. Software, per se, is not a 
process, machine, article of manufacture, or composition of matter, and, as such, fails to 
establish a statutory category of invention. Applicant is requested to amend the 
specification such that the "means" cannot be construed as only software or firmware. 
By this rationale, the rejection is maintained. 

1 7. Applicant's other arguments are moot in view of the new rejections presented 
above. 

Conclusion 

18. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See M PEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
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extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Joseph E. Avellino whose telephone number is (571) 
272-3905. The examiner can normally be reached on Monday-Friday 7:00-4:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jeffrey C. Pwu can be reached on (571)272-6798. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Joseph E. Avellino/ 

Primary Examiner, Art Unit 2146 



